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09/909,567 



Examiner 

Carolyn L Smith 



Applicant(s) 

MACINA ET AL. 



Art Unit 

1631 



» The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )K Responsive to communication(s) filed on 10 March 2003 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) E3 Claim(s) 1 and 2 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) M Claim(s) 1 and 2 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1) £3 Notice of References Cited (PTO-892) 4) M Interview Summary (PTO-413) Paper No(s). 17 . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) Information Disclosure Statement(s) (PTO-1449) Paper No(s) 12. 6) S Other: See Continuation Sheet . 
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DETAILED ACTION 



Applicants' amendments and remarks, including the cancellation of claims 3-16, in Paper 
No. 16, filed 3/10/03, are acknowledged. 

Applicants' arguments, filed 3/10/03, have been fully considered but they are not deemed 
to be persuasive. Rejections and/or objections not reiterated from the previous office actions are 
hereby withdrawn. The following rejections and/or objections are either reiterated or newly 
applied. They constitute the complete set presently being applied to the instant application. 

Claims 1 and 2 are herein under examination. 

Claims Rejected Under 35 US. C § 112, Second Paragraph 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming 
the subject matter which the applicant regards as his invention. 

Claims 1 and 2 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which the applicant 
regards as the invention. 

Claim 1 (line 1) and claim 2 (line 1) recite the phrase "lung specific gene" which is 
confusing as the limitations of claim 1 are directed to a polynucleotide or a polypeptide which is 
not a gene. Correction of this issue by replacing "gene" with "molecule" will nullify this 
rejection. Claim 2 is also rejected due to its dependency from claim 1 . This rejection is 
necessitated by amendment. 
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Claim 2 is vague and indefinite as the polypeptide of SEQ ID NO: 48 is not expressed by 
SEQ ID NO: 12 (as stated in claim 1). An additional cytosine at position 71 of SEQ ID NO: 12 
has caused the reading frame of SEQ ID NO: 48 not to match SEQ ID NO: 12. 



Claim Rejections -35 USC §1 02 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The rejection of claim 1 is maintained under U.S.C. 102(b) as being anticipated by Sigma 
(1990). Applicants argue that the teachings of the specification, particularly at pages 19-25 make 
clear that by the phrase "of SEQ ID NO: 12, Applicants in no way mean to encompass an 
oligomer such as O 3003 that matches only a 3 nucleotide base segment of SEQ ID NO: 12. 
This is found unpersuasive, because O 3003 falls within the scope of claim 1 as written. 

It is noted that the polypeptide limitations of claims 1 and 2 do not get the earlier priority 
date claimed in priority document 60/219834. Therefore, the filing date of the instant application 
is the earliest date used for prior art purposes regarding the polypeptide sequence of SEQ ID NO: 
48. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(a) as being anticipated by GenBank 
Accession No. AL1 36666. 
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Art Unit: 1631 

GenBank Accession No. AL136666 discloses a polypeptide which is 100% identical to 
SEQ ID NO: 48 (see attached Sequence match listing). Therefore, GenBank Accession No. 
AL1 36666 anticipates the instant invention. 



No claim is allowed. 

Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1 156 OG 61 (November 16, 1993), and 
1 157 OG 94 (December 28, 1993) (See 37 CFR § 1.6(d)). The CM 1 Fax Center number is either 
(703) 308-4242 or (703) 305-3014. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Carolyn Smith, whose telephone number is (703) 308-6043, The 
examiner can normally be reached Monday through Friday from 8 A.M. to 4:30 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, can be reached on (703) 308-4028. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner Tina Plunkett whose telephone number is (703) 305- 
3524 or to the Technical Center receptionist whose telephone number is (703) 308-0196. 
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RESULT 1 
Q9H0S4 



ID 

AC 

DT 

DT 

DT 

DE 

GN 

OS 

OC 

OC 

OX 
RN 
RP 
RC 
RA 
RL 
DR 
DR 
DR 
DR 
DR 
DR 
DR 
DR 
DR 
DR 
KW 
SQ 



PRELIMINARY; 



Q9H0S4 
Q9H0S4 ; 

01-MAR-2001 (TrEMBLrel . 



PRT; 



455 AA. 



01-MAR-2001 (TrEMBLrel 
01-JUN-2002 (TrEMBLrel 



16, Created) 

16, Last sequence' update) 
21, Last annotation update) 

Ui-juw^uy* i ilu '' u " Ji ~ ' 

Hypothetical 50.6 kDa protein. 
DKFZP5640176 . 

SSS^Sr^SS'cbord.t... crjniata; vertebrata 
Mammalia; Eutheria; Primates; Catarrhini; 
NCBI_TaxID-9606 ; 
[1] 

SEQUENCE FROM N.A. 
TISSUE-BRAIN; 
Wambutt R . , Heubner 



Euteleostomi; 
Hominidae; Homo. 



Gassenhuber J. 



EMBL; AL136666; CAB66601.1; - 
HSSP; Q58083; 1HV8 . 

pjEAD . 

DEAD_bOX . 
Helicase_C 
1 . 

1 



Wiemann S . ; 



njo r , v-'ww-'f 

InterPro; IPR001410; 
InterPro; IPRO00629; 
InterPro; IPR001650; 
Pfam; PF00270; DEAD; _. 
Pfam; PF00271; helicase_C; 
SMART; SM00487; DEXDC ; 1. 
SMART; SM00490; HELICc; 1. ttr^f ■ 1 

PROSITE; PS00039; DEAD_ATP_HELICASE , 1. 

„ —y, 100 0%; Score 2302; DB 4; Length 455; 

gS?l23 h Similarity ^'^of Ind els 0; 

Matches 4 55; Conservative 0; Mismatcnes 



Qy 

Db 



Gaps 

S t~>~ft • 

1 MAAPEEHDSPTEASQPIVEEEETKTFKDLGV^ 60 



Qy 61 GRDIIGLAETGSGKTGAFALPILNALLETPQRLFALVLTPTRELAFQISEQPEALGSSIG 120 

Db 61 GRDii G IJiiGSGUGAFA[piLNA^ETPORLFALVLTPTRELAFQISEQFEALGSSlG 120 

Ov 121 VQSAVIVGGIDSMSQSIJ^LAKKPHIIIATPGRLIDHLENTKGFNLRALKYLVMDEADRIL 180 

I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I 
Db 121 VQSAVIVGGIDSMSQSLALAKKPHIIIATPGRLIDH "0 

Qy 181 NMDFETFjVDKILKVIPRDRKTFLFSATMTKKVQKWRAALKNPVKC 240 
Db 181 NMDFETEV^KILKVIPRDRKTFLFSATMT m° 
Qy 241 YYIFIPSKFKDTYLVYILNEIAGNSFMIFCSTCN^QRTALLLRNLGFTAIPLHGQMSQS 300 

| | I I I I I I I I I I | | I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I I'' 

Db 241 YYIFIPSKFKDTYL^ILNELAGNSFMIFCSTCNNTQRTALLLRNLGFTAIPLHGQMSQS 300 

Qy 301 KRIXaSLNKFKAKARSILLATDVASRGLDIPHyDyyy^DIPTHSKDYIHRVGR^ 360 

I I I I I I I I I I I I I I I I I I I I I I I I I ■ 1 I I I I I I I I I I I I I I 'III 

Db 301 iRiisiiKF^^RUllATOVASRGLDIPHVDVVVNFDIPTHSKDYIHRVGRTARAGRS 360 

0y 361 GKAITFVTQYDVELFQRIEHLIGKKLPGFPTQDDEyMMLTERVAEAQRFARME 

Db 361 GKAITFVTQYDVELFQRIE^ 

Ov 4 21 KKRSREDAGDNDDTEGAIGVRNKVAGGKMKKRKGR 4 55 
Y | | | | | 1 1 I t I I I I I I I I I I ! I I I t I I I I I I 1 I I i I a ^ 

Db . 4 21 KKRSREDAGDNDDTEGAIGVRNKVAGGKMKKRKGR 4 55 
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